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DETAILED ACTION 

Election/Restrictions 

1 . Restriction is required under 35 U.S.C. 1 21 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1-6, drawn to a Calco-magnesium suspension. 
Group II, claim(s) 7, drawn to the method of making the Calco-magnesium suspension. 
The inventions listed as Groups I & II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the technical feature 
shared by each invention is the product of Calco-magnesium aqueous suspension. This 
common feature fails to become a special technical feature because it could be made 
by different method (Matthews, et al, US 4610801). 

2. During a telephone conversation with Charles D. Gunter, Jr. on September 2 nd 
2008, a provisional election was made without traverse to prosecute the invention of 
group I, claims 1-6. Affirmation of this election must be made by applicant in replying to 
this Office action. Claim 7 is withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 
4. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
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patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 



Specification 

5. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

6. The abstract of the disclosure is objected to because it is less than 50 words. 
Correction is required. See MPEP § 608.01(b). 

7. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: definition of d 9 s granulometric dimension in claim 6 is 



missing. 
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Claim Interpretation 

Regarding to claims 2, 4-6, a broad range or limitation is presented together with 
a narrow range or limitation that falls within the broad range or limitation (in the same 
claim). Examination is based on the broad range or limitation. For example, in claim 2, 
the surface area calculated according to the BET method is less than or equal to 8 m 2 /g 
is considered. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-4 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sato et al. (JP1 027334). 

10. Regarding to claims 1 & 2, Sato et al. anticipates a slaked lime aqueous 
suspension, which is a particular case of calco-magnesian aqueous suspension, with 
the surface area, which would be inherently measured by the BET method, between 5- 
20 m 2 /g (Claim 1 of Sato et al). 

1 1 . Regarding to claim 3, if x=1 , y=0, the suspension is anticipated by Sato et al. 
(Claim 1 of Sato etal). 

12. Regarding to claim 4, Sato et al. teaches the suspension has a viscosity less 
than 150cP, which is equivalent to 0.15 Pa.s. (Claim 1 of Sato et al). 
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13. Regarding to claim 6, since Sato et al. teaches each and every element in the 
previous claims of this instant case, the property stated in claim 6 would be inherently 
present in the suspension disclosed by Sato et al. Since Sato et al teach the same 
composition, surface area and viscosity as claimed (see MPEP 21 12 III and IV). 



Claim Rejections - 35 USC § 102/103 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claim 5 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Sato et al. (JP1 027334). 

17. Sato discloses a slaked lime aqueous suspension has a solid content of 0.1 to 
30% (Claim 1); the suspension in this instant case that has a solid matter content great 
than 25% is anticipated by Sato et al. or, in alternatively, as obvious over Sato et al as a 
prima facie case with an overlapping range, (see MPEP 2144.05 I) 
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Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REBECCA LEE whose telephone number is (571)270- 
5856. The examiner can normally be reached on Monday-Friday 8:00 am - 5:00 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 5712720579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 



